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-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address ~ 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS. 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )□ Responsive to communication(s) filed on , 

2a)n This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 7,12 and 16-20 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Clajm(s) is/are allowed. 

6) ^ Claim(s) 7. 12. 16-20 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)n The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawlng(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121 (d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C, § 1 19(a)-{d) or (f). 
a)n All b)n Some * 0)0 None of: 

1 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

SAM RIMEU 
PRIMARY EXAMINER 
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1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) D Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Infonnation Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent ApplicaUon (PTO-1 52) 

Paper No(s)/IVIail Date . 6) □ Other: . 
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Application/Control Number: 09/62 1 ,393 Page 2 

Art Unit: 2164 

Preliminary Note: This action is non-final. 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 7, 12 and 16-20 are rejected under 35 U.S.C. 101 because the claimed invention is 
non-statutory. 

Claims 7 and 12: Claim 7 and 12 lack any requirement of a tangible result. The current 
description for each claim is directed to a set for rules for producing theme scores associated 
with documents and then providing both classes and new classifications. The claimed invention 
only produces a result of the scores, classifications, and new classifications as part of a 
classification system, none of which are tangible. 

Claim 16: While claim 16 does recite tangible structures, such as a memory and 
controller, it does not recite a tangible result being produced. The result in claim 16 is that same 
as that for claims 7 and 12, namely, scores and classifications. 

Claims 17-20: Depend on claim 16. 

For the requirement of "useful, concrete and tangible result", see State Street 149 F.3d at 
1373, 47 USPQ2d at 1601, 1602 and MPEP 2106. 
Suggestions : 

Claims 7 and 12: For each of these claims, recite that the reclassified documents (last 
paragraph) are stored on a computer readable storage medium. 

Claim 16: Recite that the reclassified documents (last three lines) are stored in the 
storage memory. 

Remarks 
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Applicant's arguments have been considered. 

Applicant's arguments are well taken in part, in that Ex Parte Lundgren appears to be 
reciting a prohibition against making a rejection for an invention not being v^ithin "technological 
arts". Since this was one of the several reasons provided for making the rejection under 35 USC 
101, this particular reason has been vacated. However, Ex Parte Lungren also affirms the usage 
of the test recited in State Street (cited herein) for a "useful, concrete and tangible resuh". It is 
maintained that the claimed inventions in claims 7, 12 and 16-20 do not meet the requirement for 
a tangible result, for the reasons cited herein. Suggestions are provided to overcome the 
rejection in each instance. This action has been made non-final. 

Any inquiry conceming this communication should be directed to Sam Rimell at 
telephone number (571) 272-4084. 

Sam Rimell 
Primary Examiner 
Art Unit 2164 




